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Court of Appeals of the District of Columbia 

I 

No. 5600. 

i 

I 

Alexander Chessin, Appellant, I 

i 

vs. I 

I 

Thomas K. Kobertson, Commissioner of ilatents 

_ I 

a Supreme Court of the District of Colunibia. 

In Equity. | 

No. 4922'8. I 

i 

Ai.exander Chessin, Plaintiff, I 

I 

vs. i 

Thomas E. Robertson, Commissioner of pjatents. 

Defendant. | 

United States of America, | 

Disiricf of Cohrothia, ss: \ 

I 

Be it remembered, That in the Supreme Court!of the Dis¬ 
trict of Columbia, at the Citv of Washinirton, in said Dis- 
trict, at the times hereinafter mentioned, th4 following 
papers were tiled and proceedings had in the abqve-entitled 

cause, to wit: j 

1 

1 BUI of Complainf. j 

Filed December 28,1928. I 

1 

I 

The Supreme Court of the District of Colunibia. 

1 

In Equity. | 

No. 49228. j 

Alexander Chessin, Plaintiff, | 

against | 

Thomas E. Robertson, Commissioner of Patents, 

Defendant. | 

To the Supreme Court of the District of Columbia: 

Plaintiff states as follows: I 

1. The plaintiff, Alexander Chessin, is a denizen of the 
United States and a resident of the State of New! York, and 
brings this suit in his own right. j 
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2. The defeiK-hnit, 'riionias K. Kobertsoii, is a citizen of 
tlio United States and a resident of the District of Colum¬ 
bia, and is the Commissioner of Patents, and is sued as such 
Commissioner of Patents in liis official ca]>acity. 

3. This is a suit arisinu* under section 4915 of the Patent 
Laws of the United States, from a refusal by the Commis¬ 
sioner of Patents of a patent on application. 

4. Xo appeal has been taken from the decision of the 
Board of Appeals to the Court of Appeals of the District 
of Columbia. 

5. This Bill of Complaint is filed within six months of 
said refusal. 

6. There is no o])posine: ]iarty. 

7. The ultimate facts upon which ])laintiff asks relief are 
as follows: 

Prior to the 29th day of October, 1920, plaintiff invented 
a new and useful macliine which met all require- 
2 ments of section 4886 of the said Patent Laws; on the 
29th day of October, 1920, plaintiff made application 
for a patent for said invention to the Commissioner of 
Patents, which application met all the requirements of sec¬ 
tions 4888 and 4889 of the said Patent Laws: plaintiff made 
the oath required by section 4892 of said Patent Laws and 
paid the fees required by law. as provided in section 4893 of 
said Patent Laws; said a])i)lication was duly filed in the 
Patent Office on October 29, 1920, and received the Serial 
Xo. 420,532, under the'title of Equilibrating Apparatus; the 
Commissioner of Patents caused an examination to be 
made of the alleged new invention, as required by section 
4893 of said Patent Laws: on such examination, it appeared 
that plaintiff was justly entitled to a patent under the law 
and that the same was sutficiently useful and important 
under said section 4893; in violation of said section, the 
Commissioner refused to issue a patent for said invention. 

8. Wherefore plaintiff prays for an adjudication by this 
Honorable Court, that plaintiff is entitled, according to law, 
to receive a patent for his invention, as specified in his 
claims, as the facts in the case may appear, and authorizing 
the Commissioner of Patents to issue such patent: and for 
such other relief as to the Court may seem meet and as 
equity may require. 


ALEXAXDER CHESSIX. 
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State of Xew York, I 

County of Now York, ss: j 

1 

On this, 23d day of Xovembor, 1928, personal!^’ appeared 
before me Alexander Cliessin, named in the within Bill of 
Complaint, and made oath that he had read or heard read 
the foregoing Bill of Complaint by him siibsciribed, and 
that he nnderstands its contents, and that the s^me is true 
to the best of his knowledge and belief, and he 
3 verilv believes the facts stated therein to ^e true. 

ALEXAXDEK CttESSIX. 

Sworn to and subscribed before me this 23d day of 
Xovember, 1928. | 

[sKAE.] B. L. SCHALLAllRE, 

X of ary Public, New York\ County. 

Tei*ni expires March 30, 1930. | 

Answer to Bill of Complaint. 

Filed January 15, 1929. 
*■;♦*#*• 

To the Hoii()i*able the Judges of the Supreme C(|)urt of the 

District of Columbia: j 

1. Defendant admits for the purpose of thi^ suit the 

allegation of i)aragraph 1. ! 

2. Defendant admits the allegation of paragraph 2, with 

the addition thei*eto that while defendant’s otpcial resi¬ 
dence is in the District of Columbia his legal refsidence is 
Chew Chase, Md. j 

3. Defendant admits that this suit p/ayports to be a suit 
under Section 4915 R. S. but denies that the subjicet-matter 
of the suit is of such a character as is contentplated by 
Section 4915 R. S. for the reason that the application for 
letters ])atent, upon which the suit is based, is abandoned 
l)y failure to i*espond to the decision of the Boajrd of A])- 
peals within the time ]n*ovided by the Statutes dnd Rules. 

4. Defendant admits the allegations of paragrajf^h 4. 

5. Defendant denies that this bill of complainfj was hied 

within six months after the refusal of the pate^it by the 
Board of Appeals. ! 

b. Defendant admits that there is no opposing ^Darty. 

2—5(J00<'7 I 
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7. Defendant admits that ])laintiff invented the 
4 subjeet-niatter of the claims that were allowed in 
the application, that he filed an application therefor, 
as specified, which application complied with the Statutes, 
that an examination was made and certain claims were 
allowed. Defendant admits that he refuses to issue a 
patent but denies that the refusal is in violation of Section 
4893 R. S., as stated in parag-raph 7. 

Further answering' defendant states that on Xovember 
29, 1927, the Board of Appeals rendered a decision affirm¬ 
ing the action of the primary examiner in rejecting claims 
1, 14, 47, 52, 53, 54' and 55, the remaining claims stood 
allowed, that it was then incumbent u])on plaintiff within 
six months of that date (Rule 171, Section 4894 R. S.) to 
respond to the action of the Board of Appeals by (1) can¬ 
celling the rejected claims, or (2) by ap])ealing to the Court 
of Appeals, or (3) filing a Bill in F(|uity. Had plaintiff 
cancelled the rejected claims within six months the patent, 
so far as it now a])])(*ars in Ili(‘ r(‘('oi'd. would havt' Ixurn 
granted. Plaintiff, however, having taken no proper action 
within the six months period the application became 
abandoned. 

And further answering defendant states that this suit 
has no standing as it was not filed within six months from 
the decision of the Board of Appeals, as required by Sec¬ 
tion 4915 R. S., and furthermore is indefinite as the Bill of 
Com])laint does not set forth the claims which are to be 
adjudicated by the Court. 

And now, having fully answered, defendant denies each 
and every allegation of the Bill of Complaint not herein 
specifically or sufficiently denied or admitted. 

AVherefore defendant prays that he be hence dismissed 
with all costs and expenses of the proceedings against the 
]daintiff, as required bv Section 4915 R. S. 

' THOiMAS F. ROBERTSON, 

Commissioiier of Patents. 

T. A. HOSTETLER, 

Solicitor for the U. S. Patent 

Office, Attorney for Defendant. 


5 District of Columbia, 

■City of Washington, ss: 

T, Thomas E. Robertson, depose and say that I have read 
the above answer by me subscribed and know the contents 
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T. E. ROBERTSON, COMMISSIONER OF PATE^^TS. 5 

I 

I 

thereof; and that the statements of facts therein made as 
upon iiersonal knowledge are true, and thosej made upon 
information and belief I believe to be true. j 

THOMAS E. ROBERTSON. 


Subscribed and sworn to before me this 14th|day of Jan¬ 
uary, 1929. I 

’ [seal.] albert W. kaiser, 

Notary Pi\hlic, D. C. 

! 

My commission expires April 6, 1933, I 

I 

I 

Sfipidation. \ 

Filed November 5, 1931. i 

I 

I 

# # « * * * I « 

i 

It is hereby agreed and stipulated by and between the 
parties to this suit that the statements of fact jmade below 
are true and correct, to wit: | 

1. Plaintiff filed an application for patent fo|r an Equili¬ 

brating Apparatus, Ser. No. 420532, on Octoljer 29, 1920, 
containing, on Jan. 29, 1927, a total of 59 clairiis, of which 
all but seven were allowed bv the Examiner, while seven 
were finally rejected by him. j 

2. On Jan. 29, 1927, plaintiff appealed frolm the final 
rejection by the Examiner to the Board of Apj^eals. 

3. The Board of Appeals, in a decision rendei’cd Nov. 29, 

1927, affirmed the decision of the P]xaniiner. i 

4. No appeal was taken from the decision of the Board 

of Appeals, but, on May 25, 1928, plaintiff amended 
0 the application by cancelling all of t^ie rejected 
claims and substituting five new claims cif more lim- 

'• I 

ited scope. | 

5. On June 1, 1928, the Examiner replied tojthe amend¬ 
ment as follows: 

I 

*‘The amendment of May 26, 1928, is not sucl| a response 
‘^as the condition of the case requires. The cas(,^ was finally 
‘‘rejected November 29, 1927, by the Board bf Appeals, 
“and a proper response thereto, in the absencje of recom- 
“mendation by the Board (See Rule of Practi(^e 139) con- 
“sists merely of the cancellation of the rejected claims. 
“As applicant’s response includes now claim^ it has not 
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‘‘been entered and, consequently, as full and complete 
“res})onse has not been received within the statutory 
period of six months, the case stands abandoned.’' 


G. On June 4, 19‘28, ])laintiff asked the Examiner to 
reconsider his decision. 

7. On June 11, 19*28, the Plxaminer replied adherin" to 
his decision of June 1st. 

8. On June 13, 1928, plaintiff petitioned the Commis¬ 
sioner to revive the application. 

9. On July 27, 1928, in response to instructions from the 


(^’ommissioner, the Examiner filed a statement of his rea¬ 
sons, if any, why the petition to revive should not be 
uranted. The Examiner’s statement is as follows: 


“Petition is taken from the Examiner's holdinp: of aban- 
“donment in this a])plication on June 1, 1928, and re- 
“affirmed on June 11, 1928. 

“After a lengthy prosecution this a])plication was finally 
“rejected February 4, 1926, and api)ealed substantially one 
“year thereafter to the Board-of-Examiners-in-Chief. The 


(i 

i i 


i ( 
i t 
6 i 
i i 
I i 
i i 
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Plxaminer's rejectibn was affirmed by the Board of Ap¬ 
peals on Xovember 29, 1927. The Board's decision con¬ 
tained no recommendation of any kind such as ]n'ovided 
for bv Rule 139. 

“On May 26, 1928, a pro])osed amendment was submitted 
directing the cancellation of the finally rejected claims 
and submitting proposed claims to take the place of cer¬ 
tain of the claims finally rejected and cancelled. This 
amendment has been refused entry on tlie ground that it 
is not such an action as the condition of the case requires. 
It is from the Examiner’s holding in this regard that 
“apyJicant ]^etitions. 

“The Examiner’s holding appears to be in accord- 
“ance with the Practice of the Office and to have 
been pro-jx'^r. Applicant seeks to establish a different 


“practice.” 


10. On October 23, 1928, the following decision on the 
petition to revive was rendered by the First Assistant Com¬ 
missioner: 


“On November 29, 1927, the Board of Appeals affirmed 
“the action of the })riniary examiner in finally rejecting 
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“seven claims in lliis application, quite a number of claims 
“having* been allowed. | 

“On ^lay 26, 1928, applicant presented an i^mendment 
“cancelling* the rejected claims and adding five! claims in 
“lieu thereof, arguing* that these claims are i^atentable 
“since they contain limitations which the Board ^f Appeals 
“in answering* the argument as to the patentabiility of the 
“appealed claims had held were not in them. The Exam- 
“iner declined to enter the amendment and heldjthe appli- 
“ cat ion abandoned. | 

“It is from that action that this petition is tak^n. 
“Applicant is mistaken in his argument thatj he is en- 
“tilled as a matter of right to amend a casej after the 
“decision of the Board of Appeals where the Bokrd makes 
“no recommendation as to the amendment of claims or the 
“allowance of new claims. The final rejection ife intended 
to close the ])rosecution of an ap])lication iK^fore the 
examiner and to remit applicant to his right t(^ have the 
final rejection reviewed on appeal. Xo appeal iwas taken 
“in this case. Eule 140 provides that cases whicl^ had been 
“decided by the Board of Appeals will not be reppened by 
“the primary examiner, except under the provisions of 
“Rule 139, without written authority of the Compiissioner, 
“and then only for the consideration of matters npt already 
“adjudicated upon, sufficient cause being* shown. I Rule 139 
“states that the Board of Appeals shall affirm pr reverse 
“the decision of the primary examiner on the Ipoints on 
“which the appeal shall have been taken. It further pro- 
“vides that if the Board should discover any furtl^er reason 
“for granting* letters patent it may include in itis decision 
“a statement to that effect. It is a statement o^ this kind 
“which gives the applicant the right to further amend the 
“application as provided in next to the last paragraph of 
“the rule. Obviouslv, the statement referred ito in the 
“second paragraph of the rule, which is a state^'ient sug- 
“gesting additional grounds of rejection, does ndt refer to 
“the reasons given by the Board in its decision |or affirm- 
“ing the action of the examiner. j 

8 “The amendment not being* such action as the 

• 1 

“condition of the case required and no reason hav- 
“ing been given, other than the adverse decision of the 
“Board, for reopening this case, it cannot be held that the 
“application was not properly held abandoned, j 


1 
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‘‘The petition is denied. However, the ])etition will be 
reconsidered if the ai)plicant so ]*e(iuests and accom¬ 
panies that request with an amendment which the exam¬ 
iner reports puts the case in condition for allowance and 
at the same time pays the final fee so that the patent on 
this application which has been pendin.e: for nearly eight 
years can be issued without further delay. Such request 
for reconsideration must be prompUj) filed.” 


11. Promptly upon receipt of the Commissioner's ruling 
on the petition to revive, plaintiff conferred with the pri- 
marv examiner to ascertain from him what amendment 
would be approved by the examiner. The examiner de¬ 
clined to modify his ruling and stated that he would ap¬ 
prove no amendment other than one in which the rejected 
claims are cancelled and no new or substitute claims are 
added. This conference took place on Xovember 7, 1928. 

12. On the same day, viz., Xov. 7, 1928, ])laintiff per- 
sonallv communicated the results of his conference with 
the examiner to the First Assistant Commissioner who 
declined to overrule the primary examiner. 

Kk Thereupon, ])laintiff filed* th(‘ ])resent Rill of Com¬ 
plaint. 

(Signed at Washington, ]\Iar. —, 1931.) 

T. A. HOSTETLER. 

(Signed at Xew York, March 12, 1931.) 

ALEXAXDER CHESSIX. 


Final Decree. 


Filed Xovember 9, 1931. 

• •****« 

This cause having come on to be heard and having been 
argued on Xovember 5, 1931, by plaintiff and counsel for 
defendant, and upon consideration thereof, 

9 It is hereby adjudged, ordered, and decreed that 

the Bill be dismissed. 

JEXXIXGS BAILEY, 

Justice. 

Dated this 9th day of Xovember, 1931. 

Approved as to form. 

ALEXANDER CHESSIN, 

Plaintiff. 
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I 

Order for Appeal. | 

Filed November 20, 1931. i 


Tlie Clerk of said Court will please enter a Notice of 
Appeal from the Decree in the above entitled cau§e entered 
on the 9tli dav of November, 1931. I 

ALEXANDER CHESSjiN, 

Attorney for IJimself. 

I 

I 

Memorandum. I 

November 20, 1931.—$50 deposited in lieu otj bond on 
ap])eal. 

Citation. 

Issued November 23, 1931. 


I^lie Pr(‘si(l(‘nl oi' lli(‘ United States of Aineriea t|o Thomas 
E. Robertson, Commissioner of Patents, Greeting: 


You are hereby cited and admonished to be aiid appear 
at a Court of Appeals of the District of Coluipbia, upon 
the docketing the cause therein, under and as directed by 
the Rules of said Court, pursuant to sin Appeal 
10 noted in the Supreme Court of the District of Co¬ 
lumbia, on the 20" day of November, 193i, wherein 
Alexander Chessin is Appellant, and you are Ai)pellee, to 
show cause, if any there be, why the Decreej rendered 
against the said Appellant, should not be corrected, and 
whv speedv lustice should not be done to the Iparties in 
that behalf. | 

Witness the Honorable Alfred A. Wheat, Ch^'ef Justice 
of the Supremo Court of the District of Columbi^, this 23" 
dav of November, in the vear of our Lord on^ thousand 

nine hundred and thirtv-one. I 

♦ I 


[seal.] 


FRANK E. CUNNINGHAM, 

i Clprh 

By HARRY M. HULL, I 

.is.dsfaiif Clerk. 


alexandkk chessix vs. 




J/^/r^7/a/ ’>• Ret nnt. 

JSorved copy of tiio witliin Citation on tlie within named 
Thomas E. Koi)ertson, Commissioner of Patents, by Serv¬ 
ing" T. A. Hostetler. Solicitor in charg’o. personally 11/24/31. 

EDGAK'c. SNYDER, 

Marshal, 

By H. C. ALLEN, 

I)r})nf//. 


Assig)ime)if of Errors. 
Filed December 23, 1931. 


Now conies the ])laintiff, Alexander Chessin, pro se, and 
assii>-ns tlie following errors in respect to the final decree 
entered in the above entitled case on November 9, 1931, dis¬ 
missing the Bill of Complaint: 


1. The Court erred in not holding that this suit conies 
williin the ])]*ovisi()ns of Sec'tion 491') IL S.; 

11 2. The Court erred in not ruling that the Commis- 

sioiuu' of Patents had no right to hold plaintiff’s a})- 
])iication for ])atent involved in this suit abandoned for lack 
of ])rosecution; 

3. The (\)urt erred in not following the precedent estab¬ 
lished by the Court of Appeals of the District of Columbia 
in the case entitled In re Seldou, 39 A})p. D. C. 428; 1911 


C. D. 30(): 

4. The (’ourt erred in not holding that plaintiff is en¬ 
titled to receive a patent for Ins invention involved in this 
suit; 

T). The C’ourt erred in not holding that plaintiff is en¬ 
titled to the claims filed bv him in the amendment of Mav 
25, 1928, if these claims are allowable in the opinion of tlie 
Patent Office; 

G. The Court erred in dismissing the suit. 

i ALEXANDER CHESSIN, 

Pro Sc. 


December 21, 1931. 

15 Park Row, New York. 
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Desiguaiion of Record. 
Filed December 23, 1931. 




The following’ constitutes the record in the abo^x entitled 
case, from which the (derk of the Court will please prepare 
a transcript in accordance with the rules of thisj court and 
of the Court of Appeals of the District of Columbia: 

1. Bill of Complaint. | 

2. Answer. l 

3. Stipulation as to facts. | 

4. Final decree entered November 9, 1931. | 

5. Notice of Api)eal, hied on or about Nov. 20, |1931. 

(). Undertaking in the form of a check for $50.00, 

12 furnished with the notice of appeal. i 

7. Citation. Served on the defendant c^n Nov. —, 
1931. I 

8. Assignment of errors (annexed hereto). j 
No testimony was taken. No briefs were hied. ! Only oral 
arguments by both sides were made at the hearing. No 
written opinion by the Court was rendered. The case was 
dismissed from the bench. j 

ALEXANDER CHES$IN, 

Pro se, Plaintiff-Appellant. 

December 21, 1931. | 

I 

! 

13 Supreme Court of the District of Colunjbia. 

United States of America, 

District of Columbia, ss: 

1, Frank E. Cunningham, Clerk of the Supri^me Court 
of the District of Columbia, hereby certify thej foregoing 
pages numbered from 1 to 12, both inclusive, to be a true 
and correct transcript of the record, according to directions 
of counsel herein tiled, copy of which is made part of this 
transcript, in cause No. 49228 in Equity, wherein jAlexander 
Chessin is Plaintitf and Thomas E. Robertson^ Commis¬ 
sioner of Patents, is Defendant, as the same renjiains upon 
the tiles and of record in said Court. 


I 





Ill Icstimoiiv whorooT 1 hereunto subscribe mv name and 

« * 

affix tlie seal of said Court, at the City of Washington, in 
said District, this 26th day of January, 1932. 

[Seal Supreme Court of the District of Columbia.] 

! FRANK K. CUNXIXCxHAM, 

Clerk. 

Kndorsed on cover: District of Columbia Supreme Court. 
Xo. 5600. Alexander Chessin, appellant, vs. Thomas E. 
Robertson, Commissioner of Patents. Court of Appeals, 
District of Columbia. Filed Jan. 27, 1932. Henrv W. 
Hodges, Clerk. 
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Alexander Chessin, 

Prd se. 

I 

15 Park! Row, 
Xew 5'oriv. 2f. Y. 

I ' 
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Qlourt nf Appeals, 

Of the District of Columbia. 


^Vlexander Chessix, \ 

Appellant, I 

vs. ( 

>yo. 5000. 

Thomas E. KoBEirrsox, Coiiiiiiis- ( 
sioiier of Patents, \ 

Appellee. ) 


BR1£F FOR APPELLANT. i 

i 

i 

I 

May it I^lease the Court: | 

Tliis is an a 2 >peal from tlie decree of the Sujireine 
Court of the District of Columhia dismissing- a])- 
pellant's complaint against the Commissioner of ! 
Patents Avho refused to grant him a i)atent. | 

I 

I 

Statement of the Case. ' 

I 

I 

I 

The facts upon which the case was arg-ued in the | 
lower court are set forth in the Stipulation between i 
the parties (T. K, pp. 5-8). I 

According to this stipulation, plaintiff-appellant | 
filed an application for a patent for an Equilibrat- i 
ing Apparatus, Ser. Xo. 420532, on Oct. 29, 1920, | 
containing on the date of appeal from the final re¬ 
jection by the Examiner to the Board of Appeals j 
(Jan. 29, 1927) a total of 59 claims, of which all | 
but seven were allowed, while seven were finally | 
rejected. On appeal, the Board affirmed the de- | 


I 
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of the Examiner, in an opinion rendered Xov. 

-Xo a])peal Avas taken from tlie deeision of the 
j>o;ird, hut, witliin the statutory iieriod of six 

/ / 4 X 

moiillis from said decision, to wit, on May lio, 
plaintiff-appellant amended the a})plication hy can¬ 
cel linn' all the rejected claims and liiin.n live new 
claims more limited in scoi)e. 

The Examiner refused to enter the amendment 
because it contained new claims, hoidiiyn such an 
amendment to he non-resj>onsive even thougli the 
rejected claims were duly cancelled, and, on June 
1, lJ)-8, ([(‘dared tlie application abandoned for 
failure to'i)ros(M*ule within tlie statutory period. 

.\rter an unsucc(^ssful attempt to liave the Ex¬ 
aminer r('C()nsider his decision, plaintiff-app/elhnit 
petitioimd tlie Commisioner to revive tlie a])j';iica- 
tion. In jiCcordance witli Patent Oftice })ractic(‘, the 
Examiner was i-(M|uest(Hl by tlie (Commissioner to 
lile his iviisons, if any, wliy the ])(‘tition to revive 
should not be iirant(Ml. Tlie Examiiuu-'s answer was 
that lie only followed the rules of tlie Patent Olrice 
and that, therefore, his action was ])ro])er. 

Thereupon (Oct. 2.'>, PJ28) the (I'irst Assistant) 
Commissioner denied the jietitioii, but added that 
it would be reconsidered 'df the a])plicant so re- 
(piests and accomiianies that r(^(piest with an 
amendment which the Examiner re])()rts puts the 
case in condition for alh^wance * * This 

carefully worded su^'irestion to the Examiner that 
he retract or modify his action failed to impress the 
I’kxaminer. He remained obdurate and refused to 
consider any amendnumt whatsoever which in¬ 
cluded new claims. 

The Commissioner declined to overrule the Ex¬ 
aminer, thereby definitely and finally holdinir the 


application abandoned for failure to prosecute. | 
This final action took })lace on Xov. 7, 1928. On | 
Dec. 28, 1928, plaintiff-appellant filed his Bill of j 

I 

('oinplaint in the Supreme Court of the District of | 
(.\)luml)ia. ! 


The (*ase was heard and argued oii Xov. 5, 1931, | 
before his Honor, Justice Bailey. The Decree, dis- | 
Tiiissin.u' the Bill, Avas filed Xov. 9, 1931. | 

i 

I 

Assignment of Errors. ! 

I 

As no opinion was {ile<l in the Court below, the j 
(u-rors assigned, except tlie Sixth, are necessarily j 
(u-rors of omission, rather tlian of commission. j 


ERROR 1. 


The Conrt erred in not holding that | 
this snit comes within the provisions of | 
Section 4915 R. S. I 


The suit was brought in the (h)urt below under 
Sec. 4910 K. S. Defendant-ai)pellee denies that 
the subject matter of the suit is of such a character 
as is contemplated by this section of the statute, 
for the alleged reason that the a])plication for a 
])atent ii}K)n Avhich the suit is based Avas abandoned 
for failure to prosecute Avithin the statutory period 
(T. R., p. 3, AnsAA'er 3). Disregarding for the mo¬ 
ment the allegation of failure to ]>roseciite, the 
question raised here is AA’hether, or not, the striking 
doAvn of an application for a patent on the ground 
of abandonment amounts to a refusal of a patent 
within the meaning of the statute. 

The question has been answered in the afftrmatiA'e 
bv this Court in the case entitled In re Leiden, 3() 


I 

I 

I 


I 

I 

I 


I 

I 
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App. D. C. 428: 1911 C. D. 306. It is irrelevant 
to the point in issue whether the question arises 
in connection with an a}>])eal from a Commission- 
(a-*s order (as in tlie Seldoi case), or in connection 
wirh a hill in CMiuity (as in the ])resent case). In 
the Scldcir case, this Court hehl tliat tlie striking' 
down of an application on the iiTound of abandon¬ 
ment amounts to a rejection of the claims within 
the meanini>- of the statute. A rejection is a re¬ 
fusal. Sec. 4015 K. S. provides for a bill of equity 
upon refusal of a patent by the Commissioner, un¬ 
less a])peal has been taken from the Board of 
A])peals. In the ])resent case, no appeal was taken 
from the decision of the Board of Aj)peals (the 
decision was complied with). Therefore, the case 
comes vsquarely within the purview of Sec. 4015 
B. S. 


SRROIl 2. 

Tlie Court erred in not ruling tliat the 
Commissioner of Patents had no right 
to hold plaintiff’s application abandoned 
for lack of prosecution. 

There was no failure to ])rosecute. Tlie decision 
of the Board of Ai)peals was rendered Xov. 20, 
1927 (T. Iv., p. 5, Stipulation 3). The amendment 
in response thereto was filed ^lay 25, 1028, Avithiii 
the statutory period of six months (T. R., p. 5, 
Stipulation 4). The Bill of Complaint did not 
have to be filed vithin six months after the decision 
of the Board, as alleged by defendant-appellee, but 
within six months after the refusal of the patent 
by the Commissioner. It was not the Board, but 



I 

I 


5 I 

I 

I 

1 

the CommissioTier ’^iio refused the patent. T^e 
Board inoroly decided the matter before it 4^ 
api)ealy involving only a fo^v out of the large iiuiii- 
])er of claims. Tlie Boai'd's decision Avas complied 
Avitli. The Cominissioiier made his ruling Xov. j?, 
1928 (T. R., p. 8, Stipulation 12). The Bill bf 
("omjdaint Avas tiled Dec. 28, 1928 (T. R., p. 1). j 

! 

I 

t 

I 

3* 1 

I 

I 

The Court erred in not following th^ 
precedent established by the Court oif 
Appeals of the District of Columbia in 
In re Si'liJen. 36 App. D, C. 428. I 


It is contended by defendant-appellee that, be¬ 
cause j)laintitr-ai)pellant added certain claims iii 

i 

his amendment of May 25, 1928, his action], 
iilthough conforming to the decision of the Board 
of Ap])eals insofar as he cancelled the rejectee^ 
claims, av:is not a res})()nsiA’e action under 8ec^ 
4891 R. S. I 

Sec. 4894 R. S. does not define Avhat constitutejj 
a responsive action. Logically, an action is re] 
s])onsiA'e to a ruling if it complies Avith that rulingj 
The Board of Appeals confirmed the action of tin] 
p]xaminer rejecting the appealed claims. Comply-| 
ing Avith such ruling of the Board, plaintiff-appel-j 
lant duly cancelled the rejected claims in an| 
amendment hied Avithin the statutory period. Did] 

the addition of certain claims (more limited ini 

1 

.scope) alter the fact that he comidied Avith the] 
decision of the Board? Did such an addition] 
Avdiich, eA'en under the most unfavorable interpre-' 
tation, AA’ould merely constitute surplusage change! 
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an obrionslT rej^ponsive action into one that ^ras 
non*responsive? Lot us see 'what this Court had 
to say on this point in the iScIdcn case, cited above: 

“The Coiuiiiissionov justifies his decision 
u])f)n the iiTound that the tiliiya of otliei* and 
additional claims amounted to impropei* and 
irresponsive action, and that tlie inclusion of 
these im])ro[)er claims affected the Avhole 
amendment: in other words, that excess of 
prosecution in this instance constituted the 
lack of it. We cannot accede to this view.*' 

Ih rc .Scldcu, toil C. D., p. 310. 
and further: 

“Tlie Commissioner liowever is bound bv the 
laws. He had no authority to rei»ard the ap])li- 
cation as abandoned for lack of ])rosecution if, 
in fact, tliere had been such jirosecution as tlie 
statute contem])lated. Tliat there was such 
action, there can be no doubt, for, to the extent 
of the 21 claims, it was in strict conformitv to 
the ])rior rulin<>- of the Commissioner.*’ 

Ihd^ p. 311. 

The Court below clearlv erred in not following 

* ^ 

the ])recedent established by this Court and failing 
to rule that the Commissioner of Patents had no 
right to hold apjiellant's a])]>lication abandoned. 


ERROR 4. 


The Co-iirt erred in not holding thai 
plaintiff is entitled to receive a patent 
for his invention. 

If, as hore coiitoMdod, tlio Coniiiiissioner had no 
ri.ii’lit to Iiold the application involved in this sui^- 
abandoned, the lower Court erred in not ruling 
tliat appellant is entitled to receive a patent foji* 
his invention. ! 

I 

Sec. 4:015 R. S. j 

I 

I 

I 

I 

I 

ERROR 5. I 

I 

I 

I 

The Court erred in not holding that 
plaintiff is entitled to the claims flle^ 
by him in the Amendment of May 2Bl 
1928, if these claims are allowable iii 
the opinion of the Patent Ofdce. | 

! 

In order to relieve tlie Court below of the burdei|i 

I 

of adjudicating the claims which were refused en|- 
try by the Examiner (such adjudication would hav|^ 
required a study of a complicated and higlib: 
technical invention and an examination of an ex¬ 
tensive record), appellant asked the Court beloA^’ 
merely to pass on the question whether, or not, the 
disputed claims should be considered, leaving th^ 
determination of whether or not they are allowable 
to the Patent Oflice. If appellant is debarred front 
having his amendment, including the new claims^ 
considered, he will be deprived of a substantia J 
right. Under the rules of the Patent Office, an 
applicant, in a case such as the present one, has net 
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other remedy than to abandon his application and 
file a new one com})rising the claims which were 
refused entry by amendment. The application, in 
the present case, was fileil Oct. 2J), 1020 (T. R., p. 
5, Sn'})ulaTion L). The (''ommissioners final refusal 
was on Xov. 7, 1028 (T. R., p. 8, Sti])ulati()n 12). 
The situation is similar to that in the ScJden case. 
Tn that case, the a])plication was filed in 1805, and 
the Oommissioner's refusal made in 1000. Said the 
Oourt: 


**We think it a])pareiit from the mere recital 
of these dates that to require ap]>e]lant taJile 
a new a])])lication in effect dej)rives him of his 
invention.” 

In re SeJden, supni, ]>. 200. 


And further, citing Stcinnietz v. Alien^ 102 U. S. 


542: 


“The effect of the decision of tlie Oom.mis- 
sioner in the present case is liable to be just 
as disastrous to the applicant as was the effect 


of the Order of the Commissioner in the Stein- 
metz case, and it is apparent that appellant, 
if correct in his contentions, has been deprived 
of a substantial right. Acquiescence in the 
Commissioner's decision would, of course, put 
an end to this ai>plication. In filing a new one, 
if his invention had already been ex})loited, he 
would ])robably be met by the bar of ])ublic 
use. On the other hand, if it had not been 
exploited, he would be de})rived of the 1805 fil¬ 
ing date as establishing constructive reduction 
to practice. The question of intervening rights 
of third ])arties would also be a very serious 
one * * * if the Commissioner's decision was 
unwarranted, appellant iras entitled to redress 
either hi/ mandamus or hy appeal {Steinmetz 
V. Allen, supra) * * *.-■ (Italics ours.) 


Ibd.y p. 310. 



Under the Statutes, as amended and in-opeH- 
tion at the time (Dec. 28, 1928) Avhen the Bill pf 
Uomijlaiiit was filed, there was no provision fdr 
appeal from a Commissioners order. Appeal Wits 
provided for only from the Board of Ai)peals 
directly to the Coui*t of Api)eals. Api)ellant's in¬ 
terpretation of the opinion of this Court, quoteli 
iibove, is that, if the Commissioner's order was un¬ 
warranted, api)ellant was entitled to redress by 
mandamus, since appeal was not available to hiin. 

The same conclusion is reached from the fadt 
that, in declinin<>- to enter the Amendment of MaV 
25, 1928, the Exinniner and, in u])holdin" the Ex¬ 
aminer, the (Commissioner refused to exercise n 
])urely ministerijil function, requirin^: neither jud^’- 
ment nor discretion, in blind obedience to an arb|- 

tra.rv office rule. The indicated remedv in such h 

• • 

cjise is hy in:ni(laiiius. Conniiisnioiier of Patents v. 
Whitcl;/. Wall 4, p. .">84. 


ERROR 6. 

i 

! 

The Court erred in dismissing the snilj. 

I 

i 

Perhaps, the procedure adopted by plaint iff-ai:^- 
pellant was faulty. Perhaps, the rejected clainijs 
should have been set forth in the Bill of Complaint 
for adjudication b}’ the Court. As already exj- 
plained, if this was not done, it was only to relieve 
the Court of a heavy and needless burden. It hat 
always been appellant's understanding that equit.^ 
will find a remedy for every wrong and that no 
court will dismiss a suit in equity unless a plaih, 
adequate and complete remedy may be had at lawi. 
In the present case, as already stilted, appeal froiif 
the order of the Commissioner of Patents was not 
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available. It was, therefore, the duty of the Court 
below to find a wav to remedy the wrong. That a 
wrong was committed is beyond dis])ute. Appel¬ 
lant had a right under the stjitute to receive a pat¬ 
ent for his invention. Tiiis right was denied him. 
“The Commissioner of Patents is primarily cliai'ged 
with granting and issuing patents. Applications 
for patents are made to him (tSection 4S88, Revised 
Statutes), and his superintendence shoul<l be exer¬ 
cised to secure the rights which the statutes confer 
on inventors. The first of those rights is a hearing, 
it that be denied other rights cannot accrue'* {Stein- 
nietz v. Alien, lb- U. S. 54.*], 5()5). 

Tlie Defense. 


Seeking an excuse (it can in no sense be termed 
a justilication) for his action^ defendant-a})])ellee 
contends that after the decision by the Roard of 
A})])eals is rendered, under the rules of the Patent 
Oflice, the })rosecution of the application before the 
Examiner is clo.sed. There is nothing in the stat¬ 
ute to justify such a rule. “If there is inconsist¬ 
ency between the rules and statute, the latter must 
lirevail*' {Steinnietz v. Allen, .siipra^ pp. 5()5-50G). 
Xor is the I alleged rule in harmony Avith general 
Ihitent Oflice practice. So long as no formal allow¬ 
ance of an ai)plication has issued, an Examiner is 
liermitted to reject any previously allowed claim 
on any new gTound, such, for instance, as a newly 
discovered reference, even after a decision has been 
rendered by the Board of Appeals. There is, ac¬ 
cordingly, no basis, either in the stiitutes, or in 
Patent Cilice practice, for the Commissioner's con¬ 
tention that a decision by the Board of Appeals 
puts an end to the prosecution of an application 
before the Examiner. 


Relief Sought on Separate and 
Distinct Points, 


I 


I 

I 


It is ])ossi1>le tliat a by this (h)urt on tlnj? 

question of abandonment of the application for path 
ent, if favorable to appellant, may be sutiicient t(|) 
afford him the juH-essa.ry relief^ ])rovided such 
I'ulinii’ inrplies consideration by the Thitent Office of 
the amendment ^vhich has been refused entry br 
the Commissioner's order upholding the Mvaminerh 

I 

(Consideration of the amendment, however, doe.i 

i 

not necessarilv include consideration of the ne^t 
claims therein. The Exmniner may, if holding of 
abandonment is denied bv this Court, enter tlnj 

' I 

amendment, only insofar as the rejected claims hav(^ 
been cancelled, and disregard the new claims altoh 
i»ether, as if thev liad never been made. ! 

The effect of such an action would be to de})riv^ 
a])pelb\nt of a siibstar.tial right, as is set forth ih 
the discussion of Error 5. I 

I 

Theiefore, appellant seeks a ruling of this Courtj, 
sf)ecilically, on | 

I 

I 

(i) The question of abandonment, and j 


(2) The right to have the new claims in tln^ 
amendment of ^May 25, 1028, considered; | 

i 

1 

and, more generally, on the failure of the lowet* 
Court to grant the relief prayed for in the Bill of 
Complaint. 

i 

i 

Very respectful!}’, | 

Alexander Chessix, ! 

Pro sei 

I 


I 


i 

i 


(a9402) 



In the Court of Appeals of ^he District of 

Columbia i 

_ j 

Alexaxdek Chessin, appellant 

V. \ 

Thomas E. Robertson, Commissioner of Patents, 

appellee I 

I **5 

I 

I 

- I 

BKIEF FOR THE - COMMSSIONER OF PATENTS 

! 

i 

i . ‘ ' 

i 

T. Aj HOSTETLER, 

Solicitor Unite4 States Patent Office. 





I 


In the Court of Appeals of the District; of 

Columbia I 


No. 5600 I 

• j 

Alexander Chessin, appellant | 

V i 

V. j 

Thomas E. Robertson, Commissioner of Pateints, 

appellee ! 


BRIEF FOR THE COMMISSIONER OF PATENTS ! 

I 

I 

I 

May It Please the Court : I 

I 

This is an appeal from the decree of the Supreme 
Court of the District of Columbia dismissing I ap¬ 
pellant’s Bill of Complaint against the Coiminis- 
sioner of Patents who refused to revive appellant’s 
application under Section 4894, R. S. In the Cc|urt 
below defendant contended that the court was with- 

j 

out jurisdiction to consider the subject-matteii of 
the Bill. The same contention is urged in this 

appeal. i 

1 

STATEMENT OF THE CASE I 

i 

Appellant-inventor on October 29, 1920, filed his 
application for patent to which Serial No. 420532 
was given. During the prosecution before the jex- 

115096—32-1 (1) i 
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aminer the examiner allowed 52 of the claims and 
finally rejected 7 claims. On appeal, the Board 
of Appeals, in a decision rendered November 29, 
1927, affirmed the decision of the examiner in the 
rejection of the seven claims. No appeal was taken 
from the decision of the Board of Appeals nor, as 
an atlernative reinedv, was there a Bill filed under 
Section 4915, R. S. On ^lay 25, 1928, four days 
before the exj)!ration of the six-month period for 
filing a respoiisive action, appellant filed an amend¬ 
ment autiiorizing the cancellation of the seven re¬ 
jected claims and substituting five new claims. 
This amendment was held nonresponsive by the ex¬ 
aminer, who advised appellant that the application 
was abandoned. A petition to the Commissioner 
to revive the application was filed, which petition 
was denied as it was not accompanied by a respon¬ 
sive amendment. The Commissioner however gave 
a 2 :)pellant an opportunity to put his case in condi¬ 
tion for allowance. Appellant however refused to 
do so and has not done so to this date. 

ABGITMENT 

This brief will urge three propositions, viz: 

I. This Court is without jurisdiction to consider 
this appeal. 

II. The statute gives the Commissioner of Pat¬ 
ents sole i^ower to revive an application that has 
become abandoned. 

III. The action of the Commissioner refusing 
fo revive the application was proper. 
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Section I. This Court is without jurisdiction to consider 

this appeal | 

I 

The suit in this case purports to have lleen 
brought under Section 4915 E. S., 35 U. S. C. Ai 63, 
the pertinent part of which reads as follows: i 

Sec. 4915. Whenever a patent on apipli- 
cation is refused bv the Conmiissioner of 
Patents, the applicant, unless appeal I has 
been taken from the decision of the Bdard 

I 

of Appeals to the United States Courj: of 
Customs and Patent Appeals, and such | ap¬ 
peal is pending or has been decided, in which 
case no action may be brought under ^his 
section, may have remedy by bill in equity, 
if filed within six months after such refusal; 
and the court having cognizance thereof!, on 
notice to adverse parties and other due ;^ro- 
ceedings had, may adjudge that such aj^pli- 
cant is entitled, according to law, to receive 
a patent for his invention, as specified in| his 
claim or for any part thereof, as the f^cts 
in the case may appear. And such adjudi¬ 
cation, if it be in favor of the right of i the 
applicant, shall authorize the commissiqner 
to issue such patent on the applicant filing in 
the Patent Office a copy of the adjudjica- 
tion and otherwise complying with the | re¬ 
quirements of law. In all cases where there 
is no opposing party a copy of the bill sjiall 
be served on the commissioner; and alllthe 
expenses of the proceedings shall be paid by 
the applicant, whether the final decisioiji is 
in his favor or not. “^The remaining part of 
Section 4915 E. S. relates to inter partes 
cases (interferences). I 
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Applying Section 4915 R. S. we find that appel¬ 
lant has not been refused ‘‘a patent on applica¬ 
tion.” Appellant has no application pending—it 
is abandoned. Furthermore the Commissioner was 
at all times ready to grant the patent with such 
claims, 52 in all, as the final adjudication by the 
Board of Appeals indicated. 

Section 4915 R. S. contemplates no interlocutory 
decrees or decisions, but onlv such decrees and de- 
cisions as will authorize a patent to issue thereon. 
Note the language of the statute— 

and the court having cognizance thereof 
* * * may adjudge that such applicant is 

entitled, according to law, to receive a patent 
for his invention, as specified in his claim or 
for any part thereof, as the facts in the case 
may appear. And such adjudication, if it be 
in favor of the right of the applicant, shall 
authorize the Commissioner to issue such 
patent on the applicant filing in the Patent 
Office a copy of the adjudication and other¬ 
wise complying with the requirements of 
law. 

In the first place the Court must be satisfied that 
the claims for which the appellant contends are 
patentable. The 5 claims which appellant is seek¬ 
ing have never been considered by any tribunal in 
the Patent Office nor bv the Court below. Thev 
are not even in the record. How then can this 
Court make an adjudication that these five claims 
are patentable and authorize the Commissioner to 
issue a patent for them ? It is well settled that ap- 


I 

I 


pellate tribunals will not consider questions that 
were not considered by the tribunals below. 'jThis 
applies to the Patent Office as well as to the coijirts. 
This question of reviving the application iiere 

i 

before the court is interlocutory and this court!has 
consistently held that no appeal lies to this cburt 
from the Patent Office on an interlocutory question, 
as in In re FuUagar, 32 App. D. C. 222, 1909 D. 

I 

270. Fullagar appealed from a decision of jthe 
Patent Office granting a motion to dissolve an! in¬ 
terference on the ground that he had no right to 
make the claims. The appeal was dismissed I for 
lack of jurisdiction. There had been no final 'de¬ 
cision on priority. The following cases also vjere 

i 

appeals from motions to dissolve or to add coufats. 
Westinglioiise v. Duncan, 2 App. D. C. 131, 1894 

C. D. 170; Cosper v. Gold and Gold, 34 App. D. C. 
194, 1910 C. D. 282; Carlin v. Goldberg, 45 Aipp. 

D. C. 540, 1917 C. D. 128. They were not enter¬ 

tained because there had been no award of prioijity 
in the Patent Office. In other words, they were Ap¬ 
peals from interlocutory decisions. ; 

The case of In re Mavrogents. Patent Appeal No. 
2915, in the United States Court of Customs ajnd 
Patent Appeals, decided April 4, 1932, involved |an 
appeal from a decision of the Commissioner refus¬ 
ing to hold appellant’s application not abandoned. 
The Court dismissed the appeal for lack of jurisdic¬ 
tion. The Court said: , 

We think the right to revive an abandonjed 
application under section 4894, supra, a 

I 

I 

I 

I 

! 


I 
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matter that is left to the discretion of the 
Commissioner of Patents, and that his ac¬ 
tion, even though arbitrary and capricious, 
is not re viewable ])y this court. Not only 
does the quoted language used and the con¬ 
text of all the patent laws suggest that this 
was th(^ legislative intent, but the failure of 
the Congress to expressly provide for ap¬ 
peals from the decision of the Commissioner 
of Patents to this court indicates that this 
question and others of equal importance 
were left to the sound discretion of the 
Commissioner. 

***** 

We hold that there is no appeal to this 
court from the decision of the Commissioner 
on the question involved, and the said appeal 
is dismissed. 

Section IL The statute gives the Commissioner of Patents 
the sole power to revive an application that has become 
abandoned 

Section 4894 R. S. (35 U. S. C. A. 37) provides 
that upon failure of an applicant to prosecute his 
application within six months (formerly one year) 
after any action therein the application shall be 
regarded as abandoned unless it be shown to 

THE SATISFACTION OF THE COMMISSIONER OF PATENTS 
THAT SUCH DELAY W'AS UNAVOIDABLE.” 

The question whether the delay in the prosecu¬ 
tion of an application was unavoidable having thus 
been submitted to the discretion of the Commis¬ 
sioner of Patents by law and the Commissioner 
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having held in this case that the delay wa^ not 

unavoidable, this Court, it is submitted, is wijhout 

jurisdiction to review that action. The statute 

specifies that the tribunal to be satisfied tha|t the 

delav was unavoidable is the Commissioner of I Pat- 
% , 

ents. His decision is conclusive, and no appeal or 

i 

other review is provided by the Statutes. | 

In an article on Patents (30 Cyc. 805) Mr. l|)uell, 
formerly Associate Justice of the Court of Appeals 
of the District of Columbia, in regard to the gues- 

I 

tion of abandonment of an application, says:! 

i 

The Commissioner’s ruling upon the (ques¬ 
tion of abandonment of an applicati(|>n is 
final and conclusive. j 

It is submitted that Section 4894 R. S. niakds the 

I 

question of the unavoidableness of the del4y in 

i 

prosecuting an application, one to be determined by 
the Commissioner of Patents, and that question 

i 

having been submitted to his discretion, his jdeci- 

! 

sion thereon is not reviewable. I 

It is not overlooked that in the case of in re 
Mattulath, 173 O. G. 1082, 37 App. D. C. 410,j this 
Court held that appeal lay to it from a decisicjn by 
the Commissioner of Patents denying a petition 
that an application be held not abandoned, (ir as 
it is usually called, a petition to revive. jThis 
Court, however, subsequently held in the cade of 
In re CarvdJio, 250 O. G. 514, 47 App. D. C.|584, 
that it had no jurisdiction to review the decision 
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of tlie Coinmistsioiier of Patents on a petition to 
revive. The Court said: 

For these reasons we are without jurisdic¬ 
tion to review the decision of the Coinniis- 
sioner. iln reaching this conclusion we do 
not forget that this Court announced a dif- 
ferent doctrine in Selden^s case (36 App. 
D. C. 428), Moore v. Heany (34 App. D. C. 
31, 39; 149 O. G. 831), and in MattidJatli's 
case (38 App. D. C. 497; 179 O. G. 853). 
This doctrine, however, is not only incon¬ 
sistent with the rulings in the Cosper and 
Full a gap cases but also with the quoted stat¬ 
utes, and is therefore disapproved. The ap¬ 
peal is dismissed. 

For like reasons the Court held in the case of I 71 
re Seiss, 44 App. D. C. 581; 1919 C. D. 202, that it 
has no jurisdiction in such cases. 

It niav be a matter of interest to know that the 
Matf uJIafh case^ 38 App. D. C. 497; 1912 C. D. 490, 
although it was revived, finallv died a natural death 
when Mr. Justice Gould dismissed the bill in equity 
(1921 C. D. 103) and the attorneys neglected to note 
an appeal within the required time. 

In the case of Cropper v. McLane, 6 App. D. C. 
119, this Court, in considering the ruling of the 
lower court with respect to an additional bond of an 
executor, held that it was a matter of discretion 
whether or not to require an additional bond and 
that no appeal Igy from an order denying a petition 
to require such a bond. 



This Court in the case of Sinnott v. Kemddy, 14 
App. D. C. 1, ill considering the question whether 
an alloxvance for commission to an executor o|r ad- 
ininistrator was excessive or unreasonable, said: 

This provision of tlie statute, having jfixed 
a niiniinuni and a niaxinunn i*ate of commis¬ 
sion to be allowed to executors and adihinis- 


trators, and vested a discretion in tluf Or¬ 
phans’ Court restricted only by those lilinits, 
an allowance bv that court, or the court ^xer- 
cising its power and jurisdiction, wiithin 
those limits, is conclusive, and thereforb not 
the subject of review in an appellate qourt. 
This has been uniformly held by the (pourt 
of Appeals of Maryland, in cases wherb this 
question on this statute has arisen. TF|//.s*o>i 
V. ^Yilson, 3 G. & J. 20; Givipin v. Dorkey, 4 
G. & J. 453; McPherson v. Israel, 5 G.| & J. 
60; Thomas v. Frederick Co. School, 9 G|. & J. 
115. The court below was therefore clbarly 
right in overruling the exception to the |com¬ 
mission allowed the executrix. | 

I 

In the case of the Mailer of the Application of 
the East River Bridge Company, 143 N. Y. 24^, the 
court, after pointing out that the statute provided 
that the board of direc-tors of any company incor¬ 
porated for the purpose of constructing a bridge 
connecting one city to another was authorized to 
build, in lieu of an approach to the bridge, ap ele¬ 
vated railwav, but that such could be done onlv 
after obtaining the permission of the local authori- 

115090—32-2 
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tievS, to obtain tlie consent of tiie owiiers of one- 
half in value of tlie property along the proposed 
route '*or, hi lieu thei'eoi, the authorization of the 


Supreme ('’ourt u])on report of eoniinissioners,” 
held that tin' action of the Supreme Court disap¬ 
proving the report of tlie commissioners was not 
reviewable on appeal. 

In the ease of Drocgc v. The Association of the 
Bar of the ('iiij of New York, 197 X. Y. 44, the 
court held that the question of removing a magis¬ 
trate for cause was submitted to the discretion of 


the A]>])ellate Division and the action of that Di- 
\ision in so removing the magistrate could not be 
reviewed or appealed. 

The case of Ewing v. Fowler Car Co., 244 U. S. 1, 
1917 C. D. 409, involved the question of a statute, 
Section 4904 R. S., in which a matter was commit¬ 
ted to the discretion of the Commissioner of Pat¬ 
ents. Section 4904 R. S. reads, in part, as follows: 

Whenever an application is made for a 
patent which, in the opinion of the Commis¬ 
sioner, would interfere with any pending ap¬ 
plication, or with any unexpired patent, he 
shall give notice thereof to the applicants, or 
applicant and patentee, as the case may be, 
and shall direct the Priniarv Examiner to 
proceed to determine the question of the 
priority of invention. 
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The Supreme Court of the United States in ^on- 
. struing the expression ‘‘Ix the Opixiox of ^he 
Commissioxer"^ said: I 

j 

There indeed seems to be a less pers(f)nal 
right claimed, the right of opposition inj the 
interest of the public, displacing the su;^er- 
intendency of the Commissioner constitiiited 
by the law. It is to be remembered thatl the 

*• I 

law gives the Commissioner both initial [and 
final power. It is he who is to cause th^ ex¬ 
amination of an asserted invention or |dis- 
covery and to judge of its utility and |im¬ 
portance ; it is he who is to judge (be of oJ)in- 
ion) whether an application will inter:fere 
with a pending one; and it is he who, ajfter 
an interference is declared and proceedings 
had, is the final arbiter of its onlv contro- 
versy, priority of invention. | 

In exercising the discretion that was committed 
to him the Commissioner held in the particfilar 
case involved that there was no interference. Jn a 
mandamus proceeding the Supreme Court of the 
District of Columbia assumed jurisdiction to ;pass 
upon that question (erroneously as later appears) 
and ruled that an interference did exist. On | ap¬ 
peal this Court affirmed the decision of the lo[wer 
court, 45 App. D. C. 185. The Supreme Cour|: of 
the United States, 244 U. S. 1,1917 C. D. 409, how¬ 
ever, reversed the decision and further said: | 

Such suit, therefore, is the judicial rem¬ 
edy the law provides. Section 4904 jon- 
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eerns and regulates the administration of 
the Patent OtSce, and the utility of the dis¬ 
cretion conferred upon the Commissioner is 
demonstrated bv his answer in this case. 

4‘ 

It is submitted that statutes should be construed 
to mean what thev sav. If thev are wrong or uu- 
just they should be changed, not by the judicial but 
bv the legislative branch of the Government. In a 
recent case, Cooper v. Robert son (D. C. Md.), 38 P. 
(2d) 852, 862, one of the questions involved was the 
meaning of the clause in Section 4915 R. S., ‘‘All 
the expenses shall be paid by the applicant.’’ 

The United States District Court for the Dis¬ 
trict of Marvdand ruled that the term did not in- 
elude ti-aveling expenses. On appeal, however, tlie 
United States Court of Appeals, Fourth Circuit, 
46 F. (2d) 766, reversed this ruling and ruled as 
follows: 

The judge below, seemingly upon the 
ground that the allowance of expenses might 
lead to'serious abuses, refused to pay the ex- 
X)enses ‘ of the attorney to California, and 
held that the word “exx^enses” in the statute 
Xmactically meant “cost.” We can not eon- 
(uir in this conclusion. The evident inten¬ 
tion of Congress in the use of the word “ ex- 
X>eiises” was to include more than that which 
is ordinarily included in the word “costs.” 

It may be urged that too much authority is given 
to the Commissioner of Patents bv Section 4894, 
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i 
[ 

i 

I 

I 

I 

that he mav abuse the discretion vested in him. 

*' I 

Some one must pass upon the question of the aj^an- 
donment of an application and no one is better 
qualified to do so than the Commissioner of JPat- 
ents, who is in a position to know the surrounding 
circumstances. He does not hold the ixvenIton 

I 

I 

abandoned but only the applicatiox. The appli¬ 
cant can file new applications upon which he Jnay 

t 

obtain a patent unless some statutory bars specified 
in Section 4886, R. S., have arisen. If the appli¬ 
cant has permitted statutory bars to arise, that is 
all the more reason why a court should not inlter- 

I 

vene to circumvent a statute enacted to avoid dWay 

i 

in giving inventions to the public. I 

The case of Martin v. Robertson, 59 App. D. C. 
270, 1930 C. D. 27; 39 F. (2d) 520, involved a Her¬ 
ring abandoned application. This case was up | for 
argument six times in three different courts on | the 
question of abandonment or with relation theiieto. 

In Terry v. Webster, 56 App. D. C. 198; 1^ F. 
(2d) 139; 1927 C. D. 99, this Court, with respect to 
Section 4894, R. S., said: • | 

Section 4894 of the Revised Statutes] as 
amended, confers on the Commissioneij of 
Patents the exclusive power to revive | an 
abandoned application, and his ruling! in 
that behalf is conclusive and absolutely bidd¬ 
ing on the Examiner of Interferences and 
the Board of Examiners in Chief. 
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Section III. The action of the Commissioner refusing to 
revive the application was proper 

Practically all countries that grant patents for 
inventions recognize the importance of having 
them issue promptly in order to avoid undue ex¬ 
tension of the patent monopoly. To accomplish 
this end, the term of the grant runs from the date 
of the application in many countries, as in Ger¬ 
many, Belgium, Brazil, Australia, and others. 

In other countries, as in the United States, where 
the term runs from the date of the grant, diligence 
is required by statute, as illustrated in Section 
4894 E. S. (35 U. S. C. A. 37), which calls for a 
timely response to the official actions. Statutory 
bars have also been enacted by statute for a like 
purpose, as in Sections 4885, 4886, 4887 R. S. (35 
U. S. C. A. 41, 31, 32). No statute is known that 
gives any court jurisdiction to nullify or set aside 
these statutory provisions. Thousands of applica¬ 
tions have become abandoned in.the Patent Office, 
and if it were permissible to prosecute applications 
before the primary examiner indefinitely, the stat¬ 
utes relating to diligence would soon become a 
nullitv. 

V 

I 

Appellant prosecuted his application before the 
primary examiner to a finality. Appeal was taken 
to the Board of Appeals. That closed the prosecu¬ 
tion before the primary examiner, who had no au¬ 
thority to reopen the prosecution except by the 
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authority of the Commissioner. (Rule 140.) jit is 
clear from Sections 4893, 4903, and 4909 that Inde¬ 
terminate prosecution before the primary exanjiiner 
was not permissible by the statutes. j 

If appellant was dissatisfied with the decision 
of the Board of Appeals in the instant case, ill was 
incumbent upon him to make a proper response 
within six months. He could have (1) camjelled 
the rejected claims in conformity with the decjision 
of the Board; (2) appealed to the United Spates 
Court of Customs and Patent Appeals; (3) j filed 
a Bill under Section 4915 R. S.; or (4) filed a timely 
petition to the Commissioner to reopen for further 
prosecution before the examiner. | 

Instead of taking proper action appellant! per¬ 
mitted his application to become abandoned] and 
even when given an opportunity by the Coniimis- 
sioner to put his application in condition for al- 

I 

lowance, he deliberately refused to do so. Appel¬ 
lant appears to take the position that an applicant, 
at his own will, can reopen his case before a tjribu- 
nal and that the tribunal has nothing to say abdut it. 

I 

COMMENTS ON APPELLANT’S BRIEF I 

I 

I 

It is believed that the foregoing fully answers 
appellant’s argument. A few contentions ojf his 
brief, however, should be briefly answered. ! 

At page 2, the quoted remark of the Conjimis- 
sioner was directed not to the examiner but to 
appellant-applicant. The Commissioner maide a 
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broad statement and did not want to limit appellant 
to any one way of putting his application in condi¬ 
tion for allowance. 

At page 3; appellant was not refused a patent. 
He could have cancelled the five claims. This ap¬ 
parently would have sent the application to issue. 
Appellant then, instead of paying the final fee, 
could have renewed his application under Section 
4897 R. S. and thereby prosecute not only the five 
claims but any others. What appellant really 
means is that he was refused a patent in the ivay 
he wanted to get it. The Seldcn case (36 App. 
D, C. 428; 1911 C. D. 306) was a direct appeal and 
not a suit under Section 4915 R. S. Furthermore 
the Selden ruling was disapproved in the Carvalho 
case, 47 App. D. C. 410. 

At page 8, Steinmetz v. Alien, 192 U. S. 543, did 
not involve Section 4915, R. S. The ultimate effect 
of that decision is that applicants now must pay 
an appeal fee' to have the examiner’s requirement 
for division reviewed when previously it was re¬ 
viewed by the Conmiissioner on petition without a 
fee. 

In this connection attention is called to the case 
of Headly and Thompson v. Bridges, 18 C. C. P. A. 
1331; 48 F. (2d) 938, and Sundback v. Blair and 
Perrault, 18 C. C. P. A. 1016; 47 F. (2d) 378, in 
which the Court made a clear distinction in pro¬ 
ceedings in the Patent Office between proceedings 



provided by the statutes and those provided iy the 

I 

rules. I 

1 

Appellant cites the case of Commissioner of Pat¬ 
ents V. Whitely, 4 Wall. 584. Inasmuch as th0 pro¬ 
ceedings in this case involved the Act of 1^36, 5 
Stat. L. 117, in which appeals from the decision of 
the Commissioner lay to the Board of Exan|iners 

(three members), that case can not well be reglirded 

1 

as authority when applied to our present p|atent 

I 

statutes. I 

Appellant contends that he complied with the 
Board’s decision by canceling the rejected claims. 
He, however, added five new claims. The Patent 
Office had no authority to split an amendment and 
enter part and refuse the other part. The <pom- 
missioner, however, gave applicant an opportijinity 
to cancel the unresponsive part of the amendtnent 
so that applicant could save his case. The Com¬ 
missioner said ‘‘it applicant so requests an4 ac- 

I 

companies that request with an amendment wlhich 
the examiner reports puts the case in condition for 

I 

allowance” the petition will be reconsidered, i Ap¬ 
plicant, however, refused to do that. 1 

In the case of Fekete and Essex Motors v. Roh- 
ertson, 57 App. D. C. 73,17 F (2d) 113,1927 (J. D. 
113, the Commissioner of Patents refused to ref^ive 
the Fekete application. Fekete petitioned foir re¬ 
vival, after a patent had issued to a rival. Fe}?:ete 
filed a bill in equity purporting to be under SecWn 
4915 R. S. in the Supreme Court of the District of 
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Columbia. The bill was dismissed and appeal was 
taken to this Court, where the decision of the trial 
court was affirmed. 

CONCLUSION 

It is submitted that— 

I. This Court is without jurisdiction to consider 
this appeal. 

II. The statute gives the Commissioner of Pat¬ 
ents sole power to revive an application that has 
become abandoned. 

III. The action of the Commissioner refusing to 
revive the application was proper. 

T. A. Hostetler, 
Solicitor for the Patent Office. 

April 15,1932. 


U. S. COVCRNUENT PRINTIN6 OmCEl tSSS 



iso. 5600 


IX THE 


Court of Apprals of ttjr itofrtrt of CiilomMa 


Alex A x dek (’ i i esisi x. 


A ppellant, 


V. 


Thomas E. KoEEirrsox, ('ommissioxer of Pate4’ts, 


Appellee. 


APPELLANT’S MEMORANDUM 
REPLY BRIEF 


Tliijs lueinoranduiii is intended to correct the impifession 
conveyed by appellee’s brief that the question in it|sue is 
the authority of the Eoinniissioner of Patents to Irevive 

«. I 

an application which has become abandoned und^r the 
Statutes. i 

This is not the question in issue. j 

The question in issue is the authority of the Cqniniis- 
sioner of Patents to hold an application abandoned iwhen, 
under the Statutes, it never was abandoned. \ 

True, the record contains a petition by appellant to 
the Commissioner to ‘‘revive’’ the application, bqt the 
term “revive’’ is used only because of a nomenclature im¬ 
posed by the Patent Office. Actually, the petition \>^as to 
set aside the Examiner’s holding of abandonmeiit for 
failure to prosecute. j 

Appellee contends that this Court is without |juris¬ 

diction to consider this appeal. The decisions in ^patent 
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cases relied upon by appellee have reference only to cases 
where the application had actually become abandoned 
under the Statutes. 

The authority of the Commissioner of Patents in such 
cases is not disputed. 

But, in the present case, the application had not be¬ 
come abandoned under the Statutes for failure to prose¬ 
cute, as alleged by appellee. 

The Statutes clearly set forth the conditions under 
which an application becomes abandoned for failure to 
prosecute. 

That there was no such failure in the present case is 
shown by the record and is explained in appellant's brief 
(Erro)' 2). 

The ground relied upon by appellee for alleging aban¬ 
donment is that ap])ellant's amendment of May 25, 192S, 
was not responsive to the action of the Board of Appeals 
under Section 4894 R. S. 

The whole matter, therefore, narrows down to the ques¬ 
tion : 

Does an amendment sucdi as the one filed by appellant 
on May 25, /928, in response to the action of the Board 
of Appeals, comply irilh the 7'e(juircments of Section 
Jf894 R. iS.f 

This question has been definitely and atlirmatively an¬ 
swered bv this Court in the Selden case, as is set forth 

7 

in appellant's brief {Error 3). 

Appellee points out that the Selden decision was dis¬ 
approved by this Court in the later case of In re Carvalho, 

The disapproval relates only to the doctrine that the 
Court has jurisdiction to review a decision by the Com¬ 
missioner of Patents on the question of reviving an aban¬ 
doned application. It is not seen how the decision In re 
Carvalho can affect the Court’s opinion on other questions, 
such as the question in issue here, i.e. whether or not an 
action such as appellant’s amendment of May 25, 1928, 
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is a responsive action within the meaning of j Section 
4894 R. S. I 

In the case of In re Carvalho, this Court hel^ that a 
review of a Commissioner's decision refusing tj) revive 
an abandoned application does not come within |the pro¬ 
visions of Sections 4909-4911 and Section 9, R. S., Entitling 
an applicant for a patent to appeal from a Commij^sioners 
decision. ! 

This is not an appeal under Sections 4909-4911 jind Sec¬ 
tion 9, R. S. I 

This is an appeal from the Supreme Court of jtlie Dis¬ 

trict of Columbia dismissing a Rill in Equity tile^d under 
Section 4915 R. S. | 

The Commissioner of I^itents has no authoritjy to re¬ 
fuse a patent to an applicant on the ground of i^bandon- 
ment when, under the Statutes, there was no abandjonment. 

The Commissioner having refused the patent, the tiling 
of the Bill in Ecpiity under Section 4915 R. S. was tlie 
proper remedy. 

The Commissioner's defense seems to be that | Section 
4915 R. S. gives the Court jurisdiction only in i-ases of 
‘^pending^’ and not in cases of ‘^abandoned'' appli|cations. 

This defense can not prevail since the applicatjion had 
never become abandoned under the Statutes. i 

The filing of the Bill in Equity under Section 49jl5 R. S. 
being proper, there can be no question as to the jurisdiction 
of this Court to consider an appeal from the Equitiv Court 


below. 


▼ 

t 


Respectfully submitted. 


Alexander Chessin 


New York, December 


, 1932. 



